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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 24-27, 29-34, 36-37, 40-42, 44 and 47 are rejected under 35 
U.S.C. 102(e) as being anticipated by Flick (US 7,134,175). 

24. Flick teaches a method of fastening a tool (26) in a tool chuck (see Figure 3 and 
Abstract), which comprises the steps of: 

determining by measurement an actual position of the tool (see Abstract lines 3- 

4); 

inserting the tool into the tool chuck (34) (see column 3 lines 57-58); 

positioning the tool in the tool chuck (34) on a basis of the actual position 
previously determined (see column 3 lines 60-65); 

shrink fitting the tool in place (see column 4 lines 56-57); and 

determining an actual position of the tool in the tool chuck (34) after the shrink 
fitting step (see column 3 lines 35-45, where the measurement device of Flick 
continuously measures the actual position of the tool chuck 34, i.e. it measures the 
position before, during, and after the shrink fitting step). 
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25. Flick teaches the method according the claim 24, which further comprises 
monitoring the actual position of the tool during the inserting step for inserting the tool 
(26) into the tool chuck (34) (see column 3 lines 35-45, where it discloses that the 
measuring device continuously measure the position of the tool and tool holder). 

26. Flick teaches the method according to claim 24, which further comprises during the 
shrink fitting step, holding the tool (26) with a tool gripper (34) which also held the tool 
(26) during the measurement (see column 4 lines 55-57). 

27. Flick teaches the method according to claim 24, which further comprises fastening 
the tool chuck in a spindle during the shrink fitting step and not removing the tool chuck 
(34) from the spindle (32) after the actual position of the tool in the tool chuck (34) has 
been determined (see Figure 3, column 4 lines 58-63, where it discloses the use of the 
spindle and column 3 lines 35-45, where it discloses continuously measuring the 
position of the tool 36). 

29. Flick teaches the method according the claim 24,which further comprises 
positioning the tool (26) in the tool chuck (34) at a distance from a desired position 
corresponding to a correction size (see column 4 lines 40-47, which discloses 
positioning the tool chuck (34) in the downward position to use insertion of the tool 26). 
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30. Flick teaches the method according to claim 24, which further comprises writing the 
actual position to a data carrier connected to the tool chuck, after the actual position has 
been determined (see Figure 1 and column 3 lines 25-45). 

31 . Flick teaches the method according to claim 24, which further comprises 
determining a traverse path for moving the tool from the actual position determined into 
the tool chuck (34) from the actual position (see Figure 2 and column 4 lines 9-17). 

32. Flick teaches the method according the claim 24, which further comprises 
determining the actual position in a non-contact manner (see column 3 lines 23-27, 
where it discloses an optical viewer 24 to measure the position of the tool 26 and tool 
chuck 34). 

33. Flick teaches the method according to claim 24, which further comprises 
determining the actual position in regards to an element of the tool (26) selected from 
the group consisting of a cutting edge, a corner, an edge and a tip (see column 4 line 
43, where it discloses the cutting being a cutting tool, and therefore having a cutting 
edge). 

34. Flick teaches the method according to claim 24, which further comprises defining 
the actual position of the tool (26) with regard to a reference point on the tool chuck (34) 
(see column 3 lines 37-41). 
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36. Flick teaches the method according to claim 24, which further comprises holding 
the tool with a tool gripper (34) during the measurement (see column 4 lines 40-41 and 
column 3 lines 35-45, where it discloses continuously measuring the position of the tool 
26). 

37. Flick teaches the method according to claim 36, which further comprises holding 
the tool (26), for the measurement, concentrically to a rotation axis of a spindle (32) 
(see Figure 3). 

40. Flick teaches the method according to claim 24, which further comprises detecting 
an unintentional movement of the tool during the insertion step (see column 3 lines 35- 
45, which discloses a continuous measurement). 

41 . Flick teaches the method according to claim 24, which further comprises 
determining the actual position immediately after the shrink fitting step (see column 3 
lines 35-45, which discloses a continuous measurement). 

42. Flick teaches the method according to claim 41 , which further comprises comparing 
the actual position determined immediately after the shrink fitting step with a 
subsequently determined actual position after the tool chuck has cooled down (see 
column 3 lines 37-42). 
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44. Flick teaches the method according to claim 24, which further comprises mounting 
the tool chuck (34) in a spindle (32) rotatable about a rotation axis (see column 4 lines 
58-60). 

47. Flick teaches the method according to claim 24, which further comprises 
determining the actual position of the tool (26) in a direction of a longitudinal axis of the 
tool (see column 3 lines 35-45). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Flick 

(US 7,134,175) in view of Freyermuth et al (US 6,629,480) 
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39. Flick teaches the method according to claim 24, but fails to teach determining the 
actual position in a radial direction relative to a tool axis after the shrink fitting step. 

Freyermuth et al teaches measuring the position of a tool in both the longitudinal 
and radial direction (see column 2 lines 14-19). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to measure the tool (26) in the radial direction because it will 
ensure proper alignment and fitment of the tool (26) in the tool chuck (34). 

Claim 43 is rejected under 35 U.S.C. 103(a) as being unpatentable over Flick 
(US 7,134,175) in view of Haimer (US 7,062,847) 

43. Flick teaches the method according to claim 24, which further comprises heating 
the tool chuck (34) during the shrink fitting step (see column 4 lines 56-57). 

Flick fails to teach monitoring the temperature of the tool chuck (34) by a sensor. 

Haimer teaches monitoring the temperature of a tool (10) and tool chuck (1 2) 
with a temperature sensor (114) (see Figure 1 and column 23 lines 49-63). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to monitor the temperature of the tool chuck (34) and tool (26) of 
Flick, using the temperature sensor of Haimer, because it will minimize overheating and 
produce a more precise and reliable connection. 
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Claims 24-26, 28-36, 38, 40-42 and 45-47 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Haimer et al (US 6,861,625) in view of Flick (US 
7,134,175). 

24. Haimer et al teach a method of fastening a tool (5) in a tool chuck (3) (see Figure 
1), which comprises the steps of: 

positioning and inserting the tool into the tool chuck (3) (see column 7 lines 10- 
12); and shrink fitting the tool in place (see column 7 lines 9-14). 

Haimer et al fails to teach determining by measurement an actual position of the 
tool and determining an actual position of the tool in the tool chuck (3) after the shrink 
fitting step. 

Flick teaches a measurement device (24) for determining by measurement an 
actual position of the tool in a continuous manner (see column 3 lines 35-45); 
positioning the tool in the tool chuck (34) on a basis of the actual position previously 
determined (see column 3 lines 60-65); and determining an actual position of the tool in 
the tool chuck (34) after the shrink fitting step (see column 3 lines 35-45, where the 
measurement device of Flick continuously measures the actual position of the tool 
chuck 34, i.e. it measures the position before, during, and after the shrink fitting step). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use the measurement device of Flick for measuring the position of the tool 
(5) and tool chuck (3) of Haimer et al, to enhance the fitment and precision of the tool 
(5) into the tool chuck (3). 



25. Haimer et al/Flick teach the method according the claim 24, which further 
comprises monitoring the actual position of the tool during the inserting step for inserting 
the tool (5) into the tool chuck (3) (see Flick column 3 lines 35-45, where it discloses 
that the measuring device continuously measure the position of the tool and tool 
holder). 

26. Haimer et al/Flick teach the method according to claim 24, which further comprises 
during the shrink fitting step, holding the tool (5) with a tool gripper (3) which also held 
the tool (5) during the measurement (see Flick column 4 lines 55-57). 

28. Haimer et al/Flick teach the method according to claim 24, which further comprises: 
shrinking a number of tools (5) in place in a respectively associated tool chuck 

(3) (see Haimer et al Figure 1); 

depositing the tool with the tool chuck in a loading and unloading magazine (23) 

(see Haimer et al Figure 1); 
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determining the actual position of the tools (5) in the tool chucks (3) (see Flick 
column 3 lines 35-45). 

29. Haimer et al/Flick teach the method according the claim 24,which further comprises 
positioning the tool (5) in the tool chuck (34) at a distance from a desired position 
corresponding to a correction size (see Flick column 4 lines 40-47, which discloses 
positioning the tool chuck (34) in the downward position to use insertion of the tool 26). 

30. Haimer et al/Flick teach the method according to claim 24, which further comprises 
writing the actual position to a data carrier connected to the tool chuck (3), after the 
actual position has been determined (see Flick Figure 1 and column 3 lines 25-45). 

31 . Haimer et al/Flick teach the method according to claim 24, which further comprises 
determining a traverse path for moving the tool from the actual position determined into 
the tool chuck (3) from the actual position (see Flick Figure 2 and column 4 lines 9-17). 

32. Haimer et al/Flick teach the method according the claim 24, which further 
comprises determining the actual position in a non-contact manner (see Flick column 3 
lines 23-27, where it discloses an optical viewer 24 to measure the position of the tool 
26 and tool chuck 34). 
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33. Haimer et al/Flick teach the method according to claim 24, which further comprises 
determining the actual position in regards to an element of the tool (5) selected from the 
group consisting of a cutting edge, a corner, an edge and a tip (see Flick column 4 line 
43, where it discloses the cutting being a cutting tool, and therefore having a cutting 
edge). 

34. Haimer et al/Flick teach the method according to claim 24, which further comprises 
defining the actual position of the tool with regard to a reference point on the tool chuck 
(see Flick column 3 lines 37-41). 

35. Haimer et al/Flick teach the method according to claim 24, which further comprises 
rotating the tool (see Haimer et al Figure 1, where the turret plate 24 rotates the tool to 
different stations), before determination of the actual position about a rotation axis 
outside the tool chuck in front of an optical measuring system (see Flick column 3 lines 
37-41, and note that measuring takes place in a continuous manner, and therefore a 
measurement is taken after the tool is rotated to the cooling collar 53). 

36. Haimer et al/Flick teach the method according to claim 24, which further comprises 
holding the tool (5) with a tool gripper (3) during the measurement (see Flick column 4 
lines 40-41 and column 3 lines 35-45, where it discloses continuously measuring the 
position of the tool 26). 
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38. Haimer et al/Flick teach the method according to claim 36, which further comprises 
using the tool gripper (3) to rotate the tool about its rotation axis (see Haimer et al 
column 8 lines 41-46). 

40. Haimer et al/Flick teach the method according to claim 24, which further comprises 
detecting an unintentional movement of the tool (5) during the insertion step (see Flick 
column 3 lines 35-45, which discloses a continuous measurement). 

41 . Haimer et al/Flick teach the method according to claim 24, which further comprises 
determining the actual position immediately after the shrink fitting step (see Flick column 
3 lines 35-45, which discloses a continuous measurement). 

42. Haimer et al/Flick teach the method according to claim 41 , which further comprises 
comparing the actual position determined immediately after the shrink fitting step with a 
subsequently determined actual position after the tool chuck has cooled down (see Flick 
column 3 lines 37-42). 

45. Haimer et al/Flick teach the method according to claim 28, which further comprises 
configuring the loading and unloading magazine (23) to be rotatable about a rotation 
axis (see Haimer et al Figure 1, where the turret 24 rotates the magazine 23). 
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46. Haimer et al/Flick teach the method according to claim 28, which further comprises 
positioning the tool (5) in fron of or in a cooling station by rotation of the loading and 
unloading magazine (23) (see Haimer et al Figure 1 and column 8 lines 41-46). 



47. Haimer et al/Flick teach the method according to claim 24, which further comprises 
determining the actual position of the tool (26) in a direction of a longitudinal axis of the 
tool (see Flick column 3 lines 35-45). 
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